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DETAILED ACTION 

Restriction election 

1 . The Office acknowledges the receipt of Applicant's restriction election, filed 
February 5, 2008. Applicant elects Group I, claims 1-20, 32-51 and 63-82 without 
traverse. Claims 1-20, 32-51, 63-82 and 94-99 are pending. Claims 21-31, 52-62, and 
83-93 are nonelected. Claims 1-20, 32-51, 63-82 and 94-99 are examined in the instant 
application. This restriction is made FINAL. 

information Disclosure Statement 

2. An initialed and dated copy of Applicant's IDS forms 1 449 filed 1 2/02/2004 and 
03/26/2004, are attached to the instant Office action. 

Claim Rejections - 35 USC § 101 Utility 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

4. Claims 63-76, and 98-99 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The computer readable medium 
contains instructions that could be instructions for a human to execute them rendering 
them non-statutory unlike the case where the instructions were computer executable. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

6. Claims 1-5, 7, 8, 13, 14, 32-36, 38, 39, 44, 45, 63-67, 69, 70, 75, 76, 94, 96, and 
98 are rejected under 35 U.S.C. 102(b) as being anticipated by Masuda (U.S. Patent 
5,569,897 hereafter Masuda). 

As per claim 1 Masuda teaches: 

A method for marketing a credit card account to a consumer, the method 
comprising: 

receiving an application for the credit card account from the consumer through a point- 
of-sale location; (See Masuda column 3 lines 51-53) 

receiving a notification that the consumer requests to purchase a product at the point-of- 
sale location; (See Masuda column 3 lines 51-53) and 

determining whether to approve the application based upon receiving the notification 
that the consumer requests to purchase the product. (See Masuda column 51-53. 
Asking to make a credit purchase starts the application process making it an inherent 
part of determining whether to approve the application.) 
As per claim 2 Masuda teaches: 
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The method of claim 1 , wherein receiving the application further comprises 
receiving information about the consumer sufficient to perform a consumer credit 
analysis. (See Masuda column 3 lines 32-39) 

As per claim 3 Masuda teaches: 

The method of claim 1, wherein receiving the notification further comprises 
determining, as a result of receiving the application, that the consumer requests to 
purchase the product. (See Masuda column 51-53. Asking to make a credit purchase 
starts the application process making it an inherent part of determining whether to 
approve the application.) 

As per claim 4 Masuda teaches: 

The method of claim 1 , wherein the notification and the application are received 
together. (See Masuda column 3 lines 51-53. They start the transaction together.) 
As per claim 5 Masuda teaches: 

The method of claim 4, wherein receiving the application includes: receiving the 
notification that the consumer requests to purchase the product. (See Masuda column 3 
lines 51-53. They start the transaction together.) 

As per claim 7 Masuda teaches: 

The method of claim 1 , further comprising: notifying at least one of the consumer 
and the point-of-sale location that the application has been approved. (See Masuda 
column 3 lines 58-column 4 line 7) 

As per claim 8 Masuda teaches: 
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The method of claim 1 , wherein determining whether to approve the application 
further comprises: performing a credit analysis at least using information associated 
with the consumer. (See Masuda column 3 lines 57-58) 

As per claim 13 Masuda teaches: 

The method of claim 1 , further comprising: charging a purchase cost of the 
product to the credit card account. (See Masuda column 3 lines 51-53. Paying with a 
credit card to be issued to make the purchase inherently requires charging the costs to 
the credit card.) 

As per claim 14 Masuda teaches: 

The method of claim 1 , wherein the credit card account is configured for use in 
subsequent purchase transactions unrelated to the product. (See Masuda column 1 
lines 38-53. Credit cards can be used for unrelated purchases which is one reason why 
they are issued instead of the installment plans disclosed at column 1 lines 15-37.) 

As per claim 94 Masuda teaches: 

The method of claim 1 , further including: 

offering the credit card account to the consumer at the point-of-sale location. 
(See Masuda column 2 lines 23-26) 

As per claims 32-36, 38, 39, 44, 45, 63-67, 69, 70, 75, 76, 96, and 98 they are 
parallel system and computer readable medium claims and are rejected under the same 
rationales as their parallel method claims were rejected under above. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 6, 9, 10, 37, 40, 41, 68, 71, and 72 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Masuda in view of case law. 

As per claim 6 Masuda teaches: 

The method of claim 1 , wherein the notification and the application are received 
separately. See MPEP 2144.04 [R-6] .IV.C. In re Burhans, 154 F.2d 690, 69 USPQ 
330 (CCPA 1946) (selection of any order of performing process steps is prima facie 
obvious in the absence of new or unexpected results) Therefore it would have been 
prima facie obvious to split up the notification and application steps. 

As per claims 9 and 10 Masuda teaches the method of claim 1 as for the rest of 
the claim there are only two options if the product is not purchased either to approve the 
application anyway or deny it therefore it would have been obvious to a person of 
ordinary skill in the art at the time invention was made to try both to see which provided 
a greater benefit. 

As per claims 37, 40, 41 , 68, 71 , and 72 they are parallel system and computer 
readable medium claims and are rejected under the same rationales as their parallel 
method claims were rejected under above. 
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9. Claims 11,12,1 5-20, 42, 43, 46-51 , 73, 74, 77-82, 95, 97, and 99 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Masuda in view of Official Notice. 
As per claim 1 1 Masuda teaches: 

The method of claim 1 , wherein determining whether to approve the application 
further comprises: causing the point-of-sale location to prevent the consumer's 
purchase of the product if the application is not approved. {See Masuda column 4 lines 
3-7 and column 3 lines 51-53. Requesting to pay with credit using a credit card to be 
issued or denied at the store.) 

While Masuda does not explicitly teach that the denial of the application will not 
allow the purchase to be made it is old and well known in the art of credit cards that if a 
credit card is denied it can not be used to pay for a purchase. Therefore it would have 
been obvious to a person of ordinary skill in the art at the time the invention was made 
that the denial of a credit application for the card that was going to pay for a purchase 
would result in preventing the purchase unless some other form of payment was used. 

As per claim 12 Masuda teaches: 

The method of claim 1 , wherein determining whether to approve the application 
further comprises: notifying the point-of-sale location to prevent the consumer's 
purchase of the product if the application is not approved. (See Masuda column 4 lines 
3-7 and column 3 lines 51-53. Requesting to pay with credit using a credit card to be 
issued or denied at the store.) 

While Masuda does not explicitly teach that the denial of the application will not 
allow the purchase to be made it is old and well known in the art of credit cards that if a 
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credit card is denied it can not be used to pay for a purchase. Therefore it would have 
been obvious to a person of ordinary skill in the art at the time the invention was made 
that the denial of a credit application would result in preventing the purchase unless 
some other form of payment is used. 

As per claims 1 5-20, 95 Masuda teaches the method of claim 1 . Masuda does 
not teach using an automatic draft to a credit card to pay bills. Official Notice is taken 
that it is old and well known in the art of credit cards to have automatic drafts drawn to 
them to pay recurrent bills such as cell phone bills. Official Notice is also taken that it is 
old and well known in the art of cell phone service to deactivate cell phone service to 
customers that don't pay there cell phone bill. Therefore it would have been obvious to 
a person of ordinary skill in the art at the time the invention was made to use an 
automatic draft to the credit card to pay their cell phone bill and for their cell phone to be 
deactivated when there bill is not paid due to the credit card it is drafted on being 
delinquent or closed. 

As per claim 95 Masuda teaches: 

The method of claim 1 , further including: 

offering the product to the consumer at the point-of-sale location; (See Masuda 
column 3 lines 51-53) and 

conditioning the offer of the product to the consumer based on: 

the consumer's acceptance of the credit card account, and 

the customer's agreement to charge purchases and fees to the credit card 
account, including a charge associated with a purchase of the product. (See Masuda 
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column 51-53. Asking to make a credit purchase starts the application process making 
it an inherent part of determining whether to approve the application.) 

Official Notice is taken that it is old and well known in the art of credit card 
marketing to give away a product for signing up for a credit card account. Therefore it 
would have been obvious to a person of ordinary skill in the art of marketing credit cards 
at the time the invention was made to require the acceptance of a credit card account to 
receive a product in return. 

As per claims 42, 43, 46-51 , 73, 74, 77-82, 97, and 99 they are parallel system 
and computer readable medium claims and are rejected under the same rationales as 
their parallel method claims were rejected under above. 

Conclusion 

1 0. The prior art made of record and not relied upon is considered pertinent to 
Applicant's disclosure: 

• Kang Siew Li. Business Times teaches credit card companies offering freebies 
including free mobile phones as enticements for customers to sign up for a credit 
card. 

1 1 . Examiner's Note: The Examiner has cited particular columns and line numbers 
in the references as applied to the claims for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant, in preparing the 
responses, to fully consider the references in entirety as potentially teaching all or part 
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of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the examiner. 

12. Any inquiry concerning this communication from the examiner should be directed 
to Scott S. Trotter, whose telephone number is 571-272-7366. The examiner can 
normally be reached on 8:30 AM - 5:00 PM, M-F. 

1 3. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James P. Trammell, can be reached on 571-272-6712. 

14. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

1 5. The fax phone number for the organization where this application or proceeding 
is assigned are as follows: 

(571 ) 273-8300 (Official Communications; including After Final 

Communications labeled "BOX AF") 
(571 ) 273-6705 (Draft Communications) 

/sst/ 

5/5/2008 



/James P Trammell/ 

Supervisory Patent Examiner, Art Unit 3694 
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